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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bergsten (US Patent #6,345,368) in view of Her et al (US Patent #5, 634,040). 

3. Regarding claim 1, Bergsten discloses a storage device (storage controllers and 
MSDs) comprising: a detecting unit (host device l/F, figure 3) adapted to detect whether 
the storage device has been connected to an information processing apparatus (host); 
and a first operating mode (figure 10, decision step 1006), in which the storage device 
operates as a storage device dedicated to the information processing apparatus if the 
storage device has been connected to the information processing apparatus, (figure 10; 
column 11, lines 18-20); and a second operating mode, in which the storage device 
operates as a file server if the storage device has not been connected to the information 
processing apparatus (column 4, lines 32-44; column 4, line 64 - column 5, line 5). 
Examiner notes the storage devices are accessed by all the hosts connected to the 
network (figure 1). Accordingly the storage system is a file server (or network attached 
storage). In addition, Bergsten teaches the storage controller transfers data to hosts by 
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setting up exclusive use of the bus, therefore it operates as a storage device dedicated 
to the host. 

Bergsten does not disclose expressly a selecting unit to select the operating 
modes. However, Her discloses a selecting unit (figure 1, transmission controller 108) 
that selects different transmission modes (figure 2; column 4, line 60 - column 5, line 
27). Teachings of Bergsten and Her are from the same field of storage devices, and 
particular to storage devices connected to a network. 

Therefore, it would have been obvious at the time of invention to combine 
teachings of Bergsten and Her by using the transmission controller and associated 
circuitry in the system of Bergsten for the benefit of efficient transfer of multimedia data 
(Her; column 2, line 63-65). 

4. Regarding claim 2, Bergsten and Her combined disclose claim 1 , and Her further 
discloses a communication unit (data processor 102 and communication connector 100) 
adapted to enable communication with an access point (network terminal) in a network 
(column 4, lines 35-37, 45-49), wherein said communication unit is disabled if the first 
operating mode has been selected (column 6, lines 7-13). Examiner notes that Her 
teaches cutting off communication between storage and the network, effectively 
disabling the communication unit. 

5. Regarding claim 3, Bergsten and Her combined disclose claim 1, and Her further 
teaches the selecting unit performs the selection of the first and second operating 
modes automatically based upon result of detection by said detecting unit (column 
column 6, lines 7-13). Examiner notes that Her teaches when no network data is 
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detected, the transmission controller cuts off the network communication with the 
storage. In combining teachings of Her and Bergsten, one of ordinary skill in the art 
would readily recognize that because Bergsten teaches transferring data to hosts by 
giving the host exclusive use of the connection, network access can be disabled as 
taught by Her. 

6. Regarding claim 4, Bergsten and Her combined disclose claim 3, and Bergsten 
further discloses wherein said first operating mode has a priority higher than that of the 
second operating mode, and in a case where said detecting unit has detected 
connection to the information processing apparatus, the storage device operates in the 
first operating mode even in an environment in which the storage device is capable of 
operating in the second operating mode (figure 10; column 11, lines 18-20). Examiner 
notes that because the host has exclusive use of the communication link, transferring 
data between the storage device and the host has the higher priority than other 
transfers over the communication link. 

7. Claims 5-10 are substantially similar to claims 1-4, and the same rejection is 
applied. 



Conclusion 

8. Other publications are cited to further show the state of the art with respect to 
storage devices capable of being connected and disconnected from a network. Refer to 
form 892, "Notice of References Cited", for a complete list of relevant prior arts cited by 
the examiner. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Scott Sun whose telephone number is (571) 272-2675. 
The examiner can normally be reached on M-F, 10:30am-7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim N. Huynh can be reached on (571) 272-4147. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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